TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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Bef ore W NTERS and GRON, Adm ni strative Patent Judges, and
McKELVEY, Senior Adm nistrative Patent Judge.

W NTERS, Adninistrative Patent Judge.

DECI S| ON ON APPEAL

Thi s appeal was taken fromthe exam ner's deci sion
rejecting clainms 5 through 10, 39, and 41 through 49. dains

11 through 38 and 40, which are the only other clains

! Application for patent filed October 21, 1991.
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remai ning in the application, stand withdrawn from further
consi deration by the examner as directed to a non-el ected
i nventi on.

Initially, we note that appellants have w thdrawn the
appeal of clains 41 through 43 (Appeal Brief, paragraph
bridging pages 1 and 2). Accordingly, wth respect to clains
41 through 43, the appeal is disnm ssed. W also note that the
exam ner entered a new ground of rejection of clains 5 through
8, 39, and 44 through 49 under 35 U S.C. 8§ 112, second
par agraph (Exam ner's Answer, section (10) entitled "New
Ground of Rejection"). In the Answer, page 9, the exam ner
states as foll ows:

In view of the new ground of rejection,

Appel l ants are given a period of TWO MONTHS fromthe

mai | ing date of this exam ner's answer w thin which

to file areply to any new ground of rejection.

Such reply may include any anmendnent or naterial

appropriate to the new ground of rejection.
Prosecution otherwi se remains closed. Failure to

respond to the new ground of rejection wll result
in dismssal of the appeal of the clainms so
rej ect ed.
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Appel lants failed to respond to the new ground of rejection
and, accordingly, the appeal with respect to clains 5 through
8, 39, and 44 through 49 is also dism ssed.?

Claims 9 and 10 read as foll ows:

9. Reconbinant fusion protein p776.

10. Reconbi nant fusion protein p410.

The references relied on by the exam ner are:
J. Sanbrook et al. (Sanbrook), Mdlecular Goning: A

Laboratory Manual, pp. 17.2-17.9 (2d ed., Cold Spring Harbor
Laboratory Press 1989)

Gabriele S. Gassmann et al. (Gassmann), "Analysis of the
Borrelia burgdorferi GeHo fla Gene and Antigenic
Characterization of Its Gene Product,"” 173 Journal of
Bacteri ol ogy no. 4, 1452-59 (Feb. 1991)

The issue presented for review is whether the exam ner
erred inrejecting clains 9 and 10 under 35 U.S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Gassmann and
Sanbr ook.

DI SCUSSI ON

2 On July 21, 1998, Panela S. Bennett, paralegal with the
Board of Patent Appeals and Interferences, spoke on the
tel ephone with Cheryl L. Becker, Registration No. 35,441,
counsel for appellants. |In that tel ephone conversation,
counsel indicated that no Reply Brief was filed in response to
the new ground of rejection and that clains 9 and 10 are the
only clains remaining on appeal .
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Gassmann di scl oses a series of overl appi ng octapepti des

representing the entire sequence of Borrelia burgdorferi

flagellin protein. In Figure 7 and in the acconpanying text
at page 1458, colum 1, first full paragraph, Gassmann focuses
attention on am no acids 180-260 in the sequence. At best,
Gassmann constitutes an invitation for a person having

ordinary skill to explore "this region,"” defined by am no
aci ds 180-260, in search of a suitable diagnostic
ol i gopeptide. Note these statenments in Gassmann: (1) "This
region could constitute a candidate antigen for nore specific
and sensitive serodiagnosis of Lyme borreliosis" (Gassmann,
abstract, l|ast sentence, enphasis added); and (2) "this region
m ght therefore be suitable for synthesis of a |onger,
di agnostic ol i gopeptide" (Gassmann, page 1458, colum 1, first
full paragraph, enphasis added).

In our judgnent, the Gassmann reference constitutes
i nsufficient evidence to support a concl usion of obviousness
of claim9, drawn to reconbinant fusion protein p776, or claim
10, drawn to reconbi nant fusion protein p410. The proteins

p410 and p776 represent am no acids 137-262 and 64-311 of the

Borrelia burgdorferi sequence, respectively (specification,
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page 7, first full paragraph). As correctly pointed out by
appel l ants, the clainmed proteins include a nunber of am no
acids outside the region of interest postul ated by Gassnann,
namel y, am no acids 180-260 (Appeal Brief, paragraph bridging
pages 6 and 7). On these facts, we find that Gassmann woul d
not have | ed a person having ordinary skill in the art from
"here to there,” i.e., fromthe region of interest identified
by Gassmann (page 1458, columm 1, first full paragraph) to the
clai med proteins. Nor does Sanbrook cure the above-noted
deficiency in Gassmann. Accordingly, the exam ner's deci sion
rejecting clains 9 and 10 under 35 U.S.C. § 103 as
unpat ent abl e over the conbi ned di scl osures of Gassmann and
Sanbr ook is reversed.

The appeal with respect to clains 5 through 8, 39, and 41
through 49 is disnmissed. The exam ner's decision rejecting
claims 9 and 10 under 35 U.S.C. § 103 is reversed.

REVERSED

SHERVAN D. W NTERS
Adm ni strative Patent Judge
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